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RESPONSE 

The Honorable Commissioner of 

Patents and Trademarks 
Washington, D.C. 20231 

Sir: 

Reconsideration and allowance are respectfully requested in 
view of the following comments. 

A Supplemental Reissue Declaration is attached, as required in 
the office action. 

Claims 25-30 stand rejected under 35 U.S.C. §251 as being an 
improper recapture of broadened claimed subject matter, citing 
Hester Industries, Inc. v\ Stein, Inc. 142 F. 3d 1472, 46 USPQ 
2d 1641 (Fed. Cir. 1998), In re Clement, 131 F. 3d 1448, 45 USPQ 
2d 1161 (Fed. Cir. 1997), Ball Corp. v. United States, 729 F. 2d 
1429, 221 USPQ 289 (Fed. Cir. 1984) and Pannu v. Storz 
Instrvunents Inc., 258 F. 3d 1366, 59 USPQ 2d 1597 (Fed. Cir. 
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2001) . However, the office action completely overlooks the 2003 
decision of an expanded panel of the Board of Patent Appeals and 
Interferences in Ex parte Eggert et al. 1 which (1) explains the 
Hester, Clement, Ball and Pazmu decisions and (2) is binding 
precedent on the examining corp so as to control all proceedings 
within the United States Patent and Trademark Office with regard to 
the issue of recapture. The office action asserts an 

interpretation of the above Federal circuit decisions that is 
completely contrary to (1) Ex parte Eggert et al. , a copy of which 
is provided herewith for convenience, and (2) MPEP 1412 which has 
been modified in view of Eggert et al. 

The central argument in the Office Action is that, if there is 
a broadening aspect that relates to surrendered subject matter, 
then per se the reissue claim is barred by the recapture rule. 

However, this per se approach has been expressly condemned in 
Eggert et al. As noted by the Board, a per se rule is contrary to 
express statements in Clement and Pannu, and the Federal Circuit 
has never held that germane broadening is a per se violation of the 
recapture doctrine. 

Eggert et al. clarified what constitutes surrendered subject 



! Appeal No. 2001-0790, May 29, 2003. Hereinafter, "Ex parte 
Eggert et al . " or "Eggert et al." refers to this decision and not 
the earlier board decisions also involving Eggert et al. 



matter and what is to be the focus in determining germane 
broadening and narrowing. The Board stated that the canceled claim 
constitutes surrendered subject matter, but the subject matter 
intermediate of the canceled and the issued claim does not. Eggert 
et al. , page 5. The Board stated that the focus should be the 
claim from which the issued claim directly evolved , not the issued 
claim itself. Infra, page 6. 

The Board stated that a rigid per se rule is not consistent 
with the remedial nature of the reissue statute and is not 
supported by the legal precedent of the Federal circuit. Infra, 
page 14. In practical effect, such a per se rule would negate the 
broadening reissue statute (35 USC 251) with respect to claims 
amended or argued to gain patentability over the prior art, as well 
as possibly claims allowed on first action but subject to an 
examiner's reasons for allowance in the notice of allowability. In 
other words, under such a rule virtually all broadening reissues 
would be precluded. If this per se rule were to prevail, the 
reissue statute would be of very little practical value, given that 
virtually all cases undergo claim amendments, arguments for 
allowance or examiner's reasons for allowance during prosecution. 

In Eggert et al. , the Board cited the following portion of 
Clement : 

Once we determine that an applicant has surrendered 



the subject matter of the canceled or amended 
claim, we then determine whether the surrendered 
subject matter has crept into the reissue claim. 
Comparing the reissue claim with the canceled claim 
is one way to do this. If the scope of the reissue 
claim is the same as or broader than that of the 
canceled claim, then the patentee is clearly 
attempting to recapture surrendered subject matter 
and the reissue claim is, therefore, unallowable. 
In contrast, a reissue claim narrower in scope 
escapes the recapture rule entirely. Jn re Clement 
at 1469, 45 USPQ2d at 1164. 

Further, the Board noted that Clement and Pannu clearly leave 
open the possibility that reissue claims which have been broadened 
in an aspect related to surrendered subject matter may avoid the 
recapture rule if they are materially narrowed in other respects. 
Infra, page 30. The Board stated that the proper inquiry requires 
a fact-specific analysis in each case to determine whether the 
patentee is attempting to recapture surrendered subject matter, in 
accordance with the basic test of Clement. Infra, page 31. 

On page 6 of its decision, the Board provided a concentric 

circle diagram to assist in recapture analysis. The Board stated: 

For example, if an outer circle claim contains 
elements ABC and the inner circle claim contains 
elements ABCDEF, a reissue applicant cannot 
recapture a claim directed to elements ABC (outer 
circle) or a claim entirely outside the outer 
circle (e.g.,AB, BC, ABCbr2, etc.). However, it is 
our view that the reissue recapture rule is not 
invoked for claims directed to elements ABCX, 
ABCDbr, ABCEF, AbrBCDEF. In other words, the focus 
for determining the reach of the reissue recapture 
rule should be the claim from which the issued 
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claim directly evolved , not the issued claim 
itself. We believe that this is where we and the 
members of the dissent disagree. Infra, page 6. 

The Board recognized that recapture is avoided in some 
circumstances where the reissue claims are materially narrowed in 
respects other than those in which the reissue claims are 
broadened. Further , the Board recognized that recapture does not 
exist when the reissue claims are materially narrower in overlooked 
aspects of the invention and that the patentee may obtain through 
reissue a scope of protection to which he is rightfully entitled 
for such overlooked aspects. Infra, page 29. 

Following the Clement test, the Board in Eggert et al. applied 
a three step analysis as follows : 

First, the Board compared the reissue claims with the patent 
claims to determine whether and in what "aspect" the reissue claims 
are broader than the patent claims . 

Secondly, having determined that the reissue claims have been 
broadened relative to the patent claims, the Board next determined 
whether those broadenings relate to surrendered subject matter. 

Thirdly, the Board compared the rejected reissue claims to the 
surrendered subject matter to determine in what aspects the reissue 
claims are broader than the surrendered subject matter and in what 
aspects the reissue claims are narrower than the surrendered 
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subject matter, with the surrendered subject matter being the claim 
prior to the amendments resulting in its allowance. 

Applying this three step analysis, the Applicants initially 
note that each of claims 25-30 is directed to a "method" and no 
previous "method" claims, nor manipulative steps, were set forth in 
any of the claims that were originally presented or amended during 
prosecution of the parent application which matured into the patent 
presently undergoing, reissue. 

Thus, while the present method claims are by definition a 
broadening aspect, they do not relate to surrendered subject matter 
because, in the parent application, there was no cancellation of 
subject matter involving manipulative steps as in presently recited 
method claims 25-30. The subject matter noted in the office action 
relates to appar a tu s 1 imi ta tions which find no identifiable 
correspondence in the rejected method claims 25-30. Stated another 
way, the original apparatus claims of the parent application 
clearly would not be identical to the present method limitations of 
claims 25-30 in the sense of forming the basis for a double- 
patenting rejection under 35 U.S.C. 101 under the standard of In re 
Vogel, 422 F.2d. 438, 164 USPQ 619 (CCPA 1970), if contained in 
different applications. How, then, can any amendment to such 
original apparatus claims that were not identical to the present 
method claims suggest a surrender of subject matter of method 



claims containing manipulative steps allegedly being recaptured in 
the present claims 25-30? 

Applicants respectfully submit that the Office Action, 
although attempting to determine the differences between the 
present claims and the claims of the patent, overlooks the 
significant factor that rejected claims 25-30 are directed to a 
different statutory class of invention and thus to subject matter 
not claimed in the original application. Furthermore, the Office 
Action lacks consideration of the second step of Clement and Ex 
parte Eggert, i.e., that no subject matter was surrendered with 
respect to this unclaimed subject matter directed to the statutory 
class of invention known as "process" (method) and that such 
broadening claims can, thus, be added within the two year time 
limit of 35 U.S.C. §251. 

As noted by the Federal Circuit, the absence of claims of a 
different statutory class of invention, e.g. process (method) 
claims, is an error commonly made without deceptive intent, both by 
applicants and their attorneys and forms the basis for reissue 
applications. In this regard, applicants respectfully direct the 
Examiner' s attention to the Federal Circuit' s Decision In Schrlpps 
Clinic and Research Foundation v. Genetek f Inc. , 18 USPQ 2d 1001, 
1009 (1991), citing Balcorp v. The United States, 221 USPQ 289, 
296, note 28 "the purpose of the reissue statute is to avoid 



forfeiture of substantive rights due to error made without intent 
to deceive'' and "the reissue statute is based on fundamental 
property principals of equity and fairness . " When the statutory 
requirements are met, reissuance of the patent is not discretionary 
with the Commissioner, it is mandatory (using the word "shall") 
citing In re Handle, 136 USPQ 460 , 464 (CCPA 1963) . Continuing, 
the Schrlpps court stated "the law does not require that no 
competent attorney or alert inventor could have avoided the error 
sought to be corrected by reissue." The failure of the attorney to 
claim the invention sufficiently broadly is "one of the most common 
sources of defects," citing In re Wilder, 222 USPQ 369 (Fed. Cir. 
1984), cert, denied, 469 US 1209 (1985). 

On the undisputed facts here, the inventors each establish 
that he had claimed less than he had a right to claim, that he had 
done so in error, and that there was no deceptive intention. 

In the Schrlpps case, the reissue added a different statutory 
basis of claims, i.e., chemical product claims (claims 24-29), 
which were added to the reissue patent (See, generally, Footnote of 
Schrlpps at 1003 and the history of the Schrlpps related in 
Schrlpps Clinic and Research Foundation v. Genetek, Inc. , 3 USPQ 
2d. 1481, 1484 (Northern District California 1987)). 

In accord, the Office's attention is directed to C.R. Bard, 
Inc. v. M3 Systems, Inc., 48 USPQ 2d, 1225, 1234 (Fed. Cir. 1998), 
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in which the defendant M3 Systems argued that the original patent 
was not amenable to correction by reissue because of the addition 
of claims to an article of manufacture, i.e., needles per se, 
whereas the original invention was directed to a biopsy needle 
firing device or "gun," mechanically injecting a biopsy needle 
assembly into body tissue. Here, the Court states, "for a primary 
purpose of the reissue statute is to enable the addition of claims 
to subject matter not claimed in the original patent" (citing 
Schrlpps, supra) (emphasis added) . 

The defendant, M3 Systems, argued that since the needles were 
not claimed originally, they were not "intended" to be claimed and 
that absence of such intent is not an error correctable by reissue. 
The Court found that "that too is an incorrect statement of the 
law.... An inventor's failure to appreciate the scope of invention 
at the time of the original patent grant, and thus an initial 
intent to claim the omitted subject matter, is a remedial error" 
(Citations omitted) . 

The reissue applicants here had not presented original method 
claims in the application which matured into the patent undergoing 
reissue. They have stated through their reissue Declaration that 
without deceptive intent, they claimed less than they had a right 
to claim. Clearly, they have complied with the reissue statutes 
and should be permitted to present and obtain allowance in the 
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reissue application pursuant to 35 U.S.C. §251 to a statutory class 

of invention not originally contemplated in the original 

application maturing into the patent undergoing reissue. 

The Board Decision in Eggert et al. supports this view. As 

stated by the Board at pages 3-4 of the Decision, "appellants have 

never conceded that a claim failing within the scope of the shaded 

area of Drawing 1 is unpatentable and, therefore, in our view, such 

subject matter is not barred by the recapture rule." After 

discussing the specifics of the invention and claims as set forth 

in the Eggert applications, the Board stated at page 15 

"while we appreciate the dissent' s concern for the rights 
of the public in relying on prosecution history to 
determine the scope of activities that constituted 
infringement of the patent claims, we also recognize that 
(1) the fourth paragraph of 35 U.S.C. §251 clearly places 
the public on notice that the scope of claims of a patent 
may be broadened in a reissue application applied for 
within two years from the grant of patent and (2) the 
second paragraph of 35 U.S.C. §252 provides safeguards 
which protect the rights and investments of persons who, 
prior to the grant of a reissue patent, may, purchase, 
offer to sell, use in the United States, import into the 
United States or make substantial preparation for such 
activities anything patented by the reissued patent and 
not patented by the original patent. In other words, 
Congress, while permitting broadening of patent claims by 
reissue within two years from the grant of a patent to 
correct errors made by a patentee without deceptive 
intent, has provided for intervening rights to protect 
investments made by persons in reliance on the 
prosecution history of a patent in furtherance of 
activities which are no.t covered by the original patent 
claims but are covered by broadened reissue claims . In 
this regard, the reissue process stands apart from and in 
contrast to the application of the doctrine of 
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equivalents , when intervening rights are not provided to 
protect the public from reliance of prosecution history 
estoppel in interpreting the scope of the patent claim." 

Therefore, applicants respectfully submit that having complied 
with the reissue statute in stating that they had claimed less than 
they had a right to claim , without deceptive intent, and that there 
is no prosecution history estoppel that any manipulative steps of 
method claims 25-30 were surrendered, they are entitled to 
"broaden" the claimed subject matter in the form of the present 
method claims and the previous narrowing of the original apparatus 
claims in no way precludes the issuance of method claims 25-30 
under the doctrine of reissue recapture. 

Moreover, the present method claims constitute overlooked 
aspects of the invention that were never claimed in the original 
application given that the original application never contained any 
method claims. Thus, the Appellants are entitled to obtain the 
present reissue claims which are directed to overlooked subject 
matter (method claims) in the original application. These 
overlooked aspects are sufficient to avoid recapture estoppel. 

Further, there is no surrendered subject matter based on the 
precedential CCPA decision in In re Wesseler, 367 F.2d 838, 151 
USPQ 339 (CCPA 1966) . The CCPA' s decision in Wesseler is binding 
legal precedent. Wesseler held that there is no surrender based on 
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a prior art rejection, where the canceled claims were subject to 
both an indef initeness rejection and a prior art rejection and the 
record contains nothing to indicate cancellation, amendment or 
argument to overcome the prior art rejection. Under Wesseler, if 
there is both a 35 USC 112 rejection and a prior art rejection and 
the record contains nothing to indicate cancellation, amendment or 
argument to overcome the prior art rejection, there is no surrender 
based on a prior art rejection. In re Clement reiterates that in 
reissue recapture, surrender requires cancellation, amendment or 
argument for the purpose of overcoming a prior art rejection. 

The facts underlying the present application are virtually 
identical in pertinent point to those described by the court in 
Wesseler. Prior to the cancellation of claims in the original 
patent application for both Wesseler and the present case, all 
claims stood rejected as being vague and indefinite. Also, in 
Wesseler, claims 11, 12, 20, and 21 of the patent application were 
rejected as unpatentable over a patent to Simmonds, and in the 
present case, claims 1 and 6 were rejected over prior art. In 
Wesseler and the present case, the PTO alleged improper recapture. 
Also, in both Wesseler and the present case, the PTO alleged, 
either expressly or impliedly, that the Appllicnats had acquiesced 
to the rejection made by the examiner in the parent application and 
thus surrendered the subject matter of the cancelled claims. 
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Applying Wesseler to the present case, there was no surrender 
invoking the recapture rule because the prosecution history and 
claim amendments and cancellations fail to support any inference 
that original claims 1 and 6 were canceled to overcome a prior art 
rejection . 

The CCPA stated in Wesseler that: 

[i]nsofar as the act of cancelling claims is 
concerned the record does not show whether this was 
an admission that those claims were unpatentable 
over the prior art or whether they were cancelled 
and the amended claims were submitted to cure the 
'vague and indefinite' rejection. Id. , at 345, 
346. 

Similarly, the record of the present application provides no 
indication that the cancellation of claims 1 and 6 was due to the 
prior art rejection or due to the "vague and indefinite" rejection. 
Given that the CCPA' s decision in Wesseler is binding legal 
precedent for the present situation, the law applied to the 
Wesseler situation should be similarly applied to the present 
situation . 

Similarly to Wesseler, In re Petrow, 159 USPQ 485 (CCPA 1968) , 
stated that where the deliberate cancellation of a claim does not 
amount to an admission that the reissue claims were not patentable 
at the time the original claims were canceled, there is no 
surrender and no recapture estoppel. The court stated: 
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There are not sufficient facts in the record to 
base a holding that the cancellation of claim 4 
was in any sense an admission, the applicant 
amended the claims to put claims in proper form 
under a 112 product by process claim. Petrow at 
450-451. 

Thus, Wesseler and Petrow stand for the proposition that the 
recapture rule does not apply absent evidence that applicant' s 
amendment was an admission that the scope of that claim was not in 
fact patentable over the prior art. 

Here, the Office Action does not even assert that the 
cancellation of claims 1 and 6 was to overcome the prior art. 

Here, similarly to Wesseler, the cancellation of claims 1 and 
6 and the amendments to the allowable claims were done in order to 
present the claims in a form to allow the invention to be 
understood, in view of the indef initeness rejection. 

Thus, under the principles of Wesseler and Petrow, there was 
no surrender invoking the recapture rule in the present case, 
because the prosecution history and claim amendments and 
cancellations fail to support any inference that original claims 1 
and 6 were canceled to overcome a prior art rejection. 

For the foregoing reasons, withdrawal of the rejection of 
claims 25-30 under 35 U.S.C. §251 as allegedly being an improper 
recapture of broadened subject matter is respectfully requested. 

It is submitted that this application is now in condition 
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for allowance, and a notice to that effect is respectfully 
requested. 

If any issue remain which may best be resolved through a 
telephone communication, the examiner is requested to telephone 
the undersigned at the local Washington, D.C. telephone number 
listed below. 



JEL/att 

Attorney Docket No. JEL 28567RE-H 
STEVENS DAVIS, MILLER & MOSHER, L.L.P. 
1615 L Street, NW, Suite 850 
P.O. Box 34387 
Washington, DC 20043-4387 
Telephone: (202) 785-0100 
Facsimile: (202) 408-5200 



Respectfully submitted, 




Date: March 23, 2005 



James E . Ledbetter 
Registration No. 28,732 
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